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Art Unit: 3738 

The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useftil process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-8 are rejected under 35 U.S.C. 101 because the claims are directed to non- 
statutory subject matter involving the posterior capsular sac itself (MPEP 2105, last paragraph). 
It is recommended that language such as "an annular rim configured to contact the posterior 
capsular sac" be used in order to avoid the "in use" positive recitation of the posterior capsular 
sac. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-8 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. In claim 1, line 2, "the plane" lacks a proper antecedent basis. In claim 3, "the 
anterior surface" lacks a proper antecedent basis. In claim 4, lines 2 and 3, "the proximal part" 
and "the distal part" (respectively) lack proper antecedent bases. In claim 6, lines 1-2, "the, of 
each, stage of compression" is indefinite and confusing; on line 3, "the proximal end" and "the 
distal end" lack proper antecedent bases. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

c 

Claim 1 is rejected under 35 U.S.C. 102(b) as being clearly anticipated by Nagamoto, JP 
8-257046 A: English abstracts; Figures 1-4. 

Claims 1, 2, 7, and 8 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
Lai et al., US 2004/0002757 Al. Regarding claim 2: paragraphs 0025 and 0026. Regarding 
claims 7 and 8, Figures 5 and 6 illustrate the thickness of the rim F gradually tapering toward an 
apex (paragraphs 0027 and 0028). 

Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over Grendahl, US 
4,781,717, which discloses an optic 12, one or more haptics (column 2, lines 53-55), and an 
armular rim 18. The unillustrated loops or haptics being compressible in a plane of the lens 
would have been immediately obvious, if not inherent, because loops or haptics typically hold an 
intraocular lens in place by virtue of their resiliency and because all intraocular lens materials are 
compressible to some extent. Regarding claim 2, because of the bi-convex geometry of the optic 
(column 1, lines 60-61), the optic 12 is capable of touching the posterior capsular sac, whether or 
not such was the intent. 
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Claims 1 and 4-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over KnoUe, 

US 4,588,405, in view of Nagamoto, JP 8-257046 A. KnoUe discloses an optic 13 and loops or 

haptics 15 and 17 that can be compressed in the plane of the lens (Figure 4; column 5, lines 15- 

27). KnoUe lacks an annular rim for contact with the posterior capsular sac. Since the KnoUe 

invention is "particularly adapted for mounting within the capsular bag of the posterior chamber" 

(column 2, lines 1-2) and since the ordinary practitioner would have been well aware of the need 

to prevent posterior capsule opacification, to incorporate such an annular rim in a manner 

prescribed by Nagamoto, for example, would have been obvious from the well known success of 

mechanical means for inhibiting epithelial cell formation on the lOL, v/ith further motivation 

having been provided by the goal of KnoUe "to maximize the length of contact with the adjacent 

structure of the eye" so as to reduce loading on the eye (column 3, lines 9-12; column 2, lines 62- 

66), and such an effect would have been supplemented by the ring. Regarding claims 4-6, a. 

proximal part of the haptic 15 is capable of being fully compressed, as seen in Figure 4, and the 

distal part is capable of being compressed in a second stage by, for example, forcing outer 

segment 19 to contact inner segment 25 (by forceps or the like) or by turning a distal end of the 

haptic inwardly towards a proximal end of the haptic. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dave Willse whose telephone number is 571-272-4762. If 
attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Corrine 
McDermott, can be reached on 571-272-4754. The fax phone number for the organization where 
this application or proceeding is assigned is 571-273-83QOr^ 




Dave Willse 
Primary Examiner 
Art Unit 3738 



